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Opi nion by Drost, Adm nistrative Tradenark Judge:

On August 19, 1999, ChanneLinx.com Inc. (applicant)
filed an application to register the mark CHANNELI NX. COM
(in typed form on the Principal Register for services
ultimately identified as foll ows:

Conput erized online services for enabling electronic

commerce in the fields of building materials and

supplies, petroleumrelated chem cals, industrial
equi pnent and supplies, manufacturing equi pnent, and



Ser No. 75/779, 288

construction equi pnent and supplies in International
Class 35;1

Network installation services for enabling electronic
commerce in the field of building materials and
supplies, petroleumrelated chem cals, industrial

equi pnment and supplies, manufacturing equi pnent, and
construction equi pnent and supplies In International
Cl ass 37; and

Sof t war e mai nt enance services for enabling electronic

comerce in the field of building materials and

supplies, petroleumrel ated chem cals, industrial

equi pnment and supplies, manufacturing equi pnent, and

construction equi prrent and supplies in International

Cl ass 42.°2

The Exanining Attorney® ultimately refused to register
applicant’s mark for three reasons. First, the Exam ning
Attorney held that applicant’s mark, when used on the
identified services, so resenbles the mark shown bel ow for
“conputer hardware and software used in data transfer and
data communi cations applications” in International Cass 9

that there is a likelihood of confusion under Section 2(d)

of the Trademark Act.* 15 U.S.C. § 1052(d).

! Applicant proposed this identification for the services in
International Cass 35. The identification of services currently
reads: “Advertising and sale of products by way of electronic
commerce on the internet, including the sale and procurenent of
bui I ding materials and building supplies in electronic comerce.”
The Exam ning Attorney’'s requirenment for applicant to anend its
identification of services is one of the issues on appeal

2 Serial No. 75/779,288. The application contains an allegation
of a date of first use and a date of first use in conmerce of
June 16, 1999.

® The current Examining Attorney was not the original Exam ning
Attorney in this application.

* Registration No. 1,862,275 issued Novenber 15, 1994. The

regi stration issued to Conputer Network Technol ogy Corporation.



Ser No. 75/779, 288

CHANNEUnk_

The registration contains a disclainmer of the words
“Channel Link,” and the mark regi stered under the
provi sions of Section 2(f) of the Trademark Act.

Second, the Exam ning Attorney refused to register
applicant’s nmark because of a registration of the mark
CHANNELI NK (in typed form, owned by a different party, for
“educati onal services, nanely, offering sem nars and
training others in the use and operation of conputers and
rel ated equi pment” in International O ass 41.°

Third, because the Exami ning Attorney determ ned that
the identification of services was indefinite for the
I nternational C ass 35 services, he required applicant to

anend t hose servi ces.

On Novenber 20, 2000, the Ofice received a conbined Section 8 &
15 affidavit for this registration (certificate of mailing dated
Novenber 15, 2000). There is no indication in the file of any
response to applicant’s subm ssion

® Registration No. 2,244,349 issued May 11, 1999. The
registration issued to NEC Technol ogies, Inc. The registration
al so contains a second class of services that are not relevant to
this appeal: “pronoting the sale of the goods of others through
the adm nistration of incentive awards” in International C ass
35.
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After the Exam ning Attorney nmade the refusals final
this appeal followed. Both applicant and the Exam ning
Attorney filed briefs.® An oral hearing was requested and
schedul ed, but ultimately the oral hearing was cancell ed at
applicant’s request. See Applicant’s Letter dated January
7, 2002.

|. Requirenent to anend the identification of services

We first address the Exam ning Attorney’s requirenment
for an amendnent to the Cass 35 identification of
services. The anended identification of services at the
time of the Examining Attorney’s final Ofice action read:

Advertising and sale of products by way of electronic

comerce on the internet, including the sale and

procurenent of building materials and buil di ng
supplies in electronic comrerce.

The Exam ning Attorney objected to this identification
of services on the ground, inter alia, that it was

“indefinite because the applicant uses the wording

“including’ and ‘sale.”” Ofice Action dated June 2, 2000,

® There was an unusual twist to this appeal inasnmuch as applicant
submtted an amendnent to the identification of services and
additi onal evidence in Novenber 2000. Apparently, the subm ssion
was never associated with the file and applicant and the

Exam ning Attorney filed their briefs and based their argunents
on different identifications of services and different evidence
in the record. Wen this becanme apparent, applicant requested a
remand to the Examining Attorney to consider its mssing

subm ssi on, which was granted by the Board on May 25, 2001. The
Exam ning Attorney accepted the subm ssion but maintained the
refusals to register under Section 2(d) and the requirenent for a
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p. 5. In the brief (p. 12), the Exam ning Attorney again
objected to the identification of services on the ground
that it contained the indefinite words “including” and
“sale.” Applicant subsequently filed a “Mtion to Suspend
Appeal and Remand for Further Exam nation Pursuant to 37
CFR 8§ 2.142(d)” because it becane apparent to applicant
that its anendnent and evi dence had not been associ at ed
with the file and had not been considered by the Exam ning
Attorney. That paper contained a further amendnent to the
identification of services in International C ass 35:

Conput eri zed online services for enabling electronic

commerce in the fields of building materials and

supplies, petroleumrelated chem cals, industrial

equi pnent and supplies, manufacturing equi pnent, and

construction equi pnment and supplies.

After the Board renmanded the case, the Exam ning
Attorney addressed the requirenment for an anended
identification of services as follows:

Finally, the anended identification of services in

International Class 35 is again rejected. The FINAL

requi rement that the applicant nust amend its

identification of services in International Cass 35

i s mai ntai ned and conti nued.

O fice Action dated August 8, 2001, p. 2.

Wi | e we understand the Exami ning Attorney’s

requi renent for applicant to anmend the current

nmore definite identification of the services in |Internationa
Cass 35. See Ofice Action dated August 8, 2001.
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identification of services because it contains such terns
as “including” and “sale,” we note that applicant has
attenpted to overcone these objections by submtting an
amended identification of services for International C ass
35 that neets the Exami ning Attorney’s objections.

| nasnuch as the Exam ning Attorney has not articul ated any
reason for his objection to the proposed anended
identification of services and we are unaware of any

obj ection, we reverse the requirenent for a further
anendnment to the proposed anended identification of
services in International Class 35. W wll refer to this
nost recent anendnent to the identification of services
when we refer to applicant’s Cass 35 services in this
appeal .

1. Refusal based on Registration No. 1,862,275

W now address the first refusal under Section 2(d) of
the Trademark Act. The Examining Attorney refused to
regi ster applicant’s mark because he deternmined that it was
confusingly simlar to Registration No. 1,862, 275.
Applicant has applied to register the mark
CHANNELI NX. COM in typed formwhile the cited mark is for

the nmark:
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CHANNEUnk_

Both the cited registrant’s mark and applicant’s mark are
for the phonetically simlar conmon term “Channelink.”
Applicant spells its mark with an “x” instead of a “k.”
Appl i cant adds the top-level domain (TLD) term“.cont to
its mark. In addition, the registrant displays its mark in
a block letter style. Wiile the word portions of the marks
are very simlar, we nust conpare the marks in their
entireties. Here, we note that the registration contains a
di scl ai mer of the words “Channel Link” and that it issued
under the provisions of Section 2(f) of the Trademark Act.
Regi strant does not claimany rights in the words “Channel
Li nk” and instead relies on the design of “Channel” in
capital letters telescoped with “ink” in small letters
together with the block lettering design for acquired

di stinctiveness. The Federal Circuit has held that it
“must be renenbered that [registrant’s] trademark consists
of highly stylized letters and is therefore in the gray
regi on between pure design marks which cannot be vocali zed

and words which are clearly intended to be.” 1In re
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El ectrol yte Laboratories Inc., 913 F.2d 930, 16 USPQd

1239, 1240 (Fed. G r. 1990).

We al so add that applicant’s and registrant’s marks
are not identical. Sonme differences are barely noteworthy.
Applicant adds a “.conf to its mark, and it spells the
“link” portion of the mark differently than registrant.
However, other differences are significant. Unlike
registrant’s mark, applicant’s mark is not stylized. It is
wel |l settled that it is inproper to dissect a mark. Inre

Shell O Co., 992 F.2d 1204, 1206, 26 USPQd 1687, 1688

(Fed. Gr. 1993). However, nore or |ess weight may be
given to a particular feature of a mark for rationa

reasons. In re National Data Corporation, 753 F.2d 1056,

224 USPQ 749, 751 (Fed. CGir. 1985). Another inportant
feature is the disclainmer in the cited registration.
Disclainmed natter is often given | ess weight than other

el enents of a mark. Hilson Research Inc. v. Society for

Hunman Resource Managenent, 27 USPQ2d 1423 (TTAB 1993).

Because of the disclainmer and the registration of
registrant’s stylized design under Section 2(f), we do not
find that that the term*“channelink” is entitled to a broad
scope of protection.

Next, we consider the services of applicant and

registrant. Applicant’s services involve conputerized
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online services, network installation services and software
mai nt enance services for enabling electronic comerce in
the fields of materials and supplies, petroleumrelated
chem cal s, industrial equipnent and supplies, manufacturing
equi pnent, and constructi on equi pnment and supplies.

Regi strant’s services are conputer hardware and software
used in data transfer and data comruni cati ons applications.
We nmust consider the goods and services as they are
described in the identification of goods and services in
the applications and registration. *“Likelihood of
confusion nust be determ ned based on an analysis of the
mark applied to the ...services recited in applicant’s
application vis-a-vis the ...services recited in [a]

regi stration, rather than what the evidence shows the ...

services to be.” Inre Dixie Restaurants, 105 F.3d 1405,

41 USPQ 1531, 1534 (Fed. Cir. 1997) (punctuation in

original), quoting, Canadian |nperial Bank of Conmerce v.

Wl |'s Fargo Bank, 811 F.2d 1490, 1 USPQR2d 1813, 1816 (Fed.

Cr. 1987).

While we realize that both applicant’s and
regi strant’s goods and services involve conputers, this
fact does not establish that goods or services are

necessarily rel ated.
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It is inmportant to note that, in order to support a
hol di ng of Iikelihood of confusion, there nust be sone
simlarity between the goods and services at issue
herei n beyond the fact that each involves the use of
conputers. In view of the fact that conputers are
useful and/or are used in alnost every facet of the
wor | d of business, comrerce, nmedicine, law, etc., it

i s obvious that distinctions nust be made.

Reynol ds and Reynolds Co. v. |I.E. Systens Inc., 5 USPQQd

1749, 1751 (TTAB 1987). The Board has clearly held that
there is no pre se rule that all conmputer hardware and/ or

software are rel at ed. I nformati on Resources Inc. v.

X*Press Information Services, 6 USPQd 1034, 1038 (TTAB

1988) .

The Exam ning Attorney has submitted copies of severa
registrations “showing entities offering and using the sane
mark on or in connection with conputer hardware, conputer
installation and conputer software.” Exam ning Attorney’s
brief at 6. However, the specific question here is not
whet her comput er hardware, conputer installation and
conputer software are related but whether applicant’s
conput er services involving building, chemcal, and
construction fields are related to registrant’s hardware
and software in the data transfer and data comuni cati ons
applications fields. W are not convinced that these
fields are rel ated.

[While applicant and registrant are both in the
conputer field, applicant is seeking registration for

10
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a specific, specialized piece of peripheral conputer
hardware, nanely buffers. The cited registration, on
t he other hand, relates to a specific, specialized
type of applications software, nanely, conputer
prograns in the field of energy conservation and
managenent. \While there exists the possibility that

t hose users of registrant's specialized software coul d
al so concei vably have a need for applicant's buffers
in order to store data, we do not believe that this
possibility of overlap in the conputer field is
significant enough to warrant a finding of |ikelihood
of confusion as to source especially where, as here,
applicant has presented a declaration fromits

presi dent (uncontroverted by any opposing evidence) as
to the differences in marketing and ot herw se, between
applications software designed for a specific
practical application and other types of "systens" or
"utility" software designed to help the conputer or
its peripherals operate. The evidence of third-party
regi strations introduced by the Exam ning Attorney to
show the sanme mark used in connection with conputer
har dware and software appears to be limted to
"systenms" or "utility" type software, as opposed to
applications software. Renenbering that applicant's
goods are not software at all, we are persuaded that
even in the event a custoner of registrant's
applications software is exposed to applicant's
buffers, that custoner would not be likely to believe
t he respective goods emanated fromthe sane source,
since those are products associated with disparate
parts of the conputer field.

In re Quadram Corp., 228 USPQ 863, 865-66 (TTAB 1985).

Simlarly in this case, applicant is seeking
registration for a particular type of conputer service.
Applicant’s identification of services indicates that, for
t hese services, the primary custoners would be the owners
or operators of building, construction, and rel ated
busi nesses. Applicant’s specinens indicate that

“ChannelLi nx. com enabl es enterprises to easily comrmunicate

11
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and conduct business across network boundaries with
vertical markets.” Registrant’s services are directed to
data transfer and data communi cati ons applicati ons.
Applicant’s declarant stated that “[t]he custoners to which
[registrant] sells its * CHANNELiI nk’ products are likely to
be those persons who need very sophisticated conputer

servi ces such as storage area networks. The custoners
likely to be interested in purchasing such sophisticated
conputer technol ogy are persons engaged in the MS

[ managenent information systens] departnents of |arge
corporations.” Holliday declaration at 7, paragraph 21.

We are m ndful of the requirenment that we consider the
services as they are set out in the identification of
services. However, because registrant’s identification of
services is not entirely clear, we have considered the

evi dence of registrant’s services to determ ne what the
identification of services would nean in the trade. See In

re Tracknmobile, Inc., 15 USPQ2d 1152, 1153-54 (TTAB 1990)

(“The terns ‘nobile railcar novers’ and ‘light railway
nmotor tractors’ are sonewhat vague to nenbers if this Board
who possess no speci al know edge of such equipnent... [W hen
the description of goods for a cited registration is
sonmewhat unclear, as in the case herein, it is inproper to

sinply consider that description in a vacuum and attach al

12
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possible interpretations to it when the applicant has
presented extrinsic evidence showi ng that the description
of goods has a specific neaning to nenbers of the trade”).

When we consi der the services of applicant and
registrant, we do not consider themto be related. Wile
both services are conputer services, the potential overlap
of custoners is de mnims.

In sum the marks in this case, while simlar, are not
identical. Applicant’s services are directed to the
operators of building, construction, and rel ated
busi nesses. These purchasers would not be likely to
encounter registrant’s data comuni cati ons applications
har dware and software, which would be directed towards
i nformati on technol ogy professionals. Wen we consider the
marks in their entireties and the goods and services in the
application and registration, we conclude that there is not
a likelihood of confusion.

I11. Refusal based on Registration No. 2,244, 349

The Exami ning Attorney al so determ ned that
appl i cant’ s CHANNELI NX. COM and the second regi stered mark
CHANNELI NK, are confusingly simlar. Both marks are
depicted in typed form and the Exam ning Attorney argues
that they are “virtually identical in spelling, appearance

and comercial inpression.” Examning Attorney’s brief at

13
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5. The Exam ning Attorney noted that the first nine
letters are the sane. The Exam ning Attorney further held

that despite the differences in the next letter, “k” and

“x,” and the addition of a top | evel domain name, “.com”
the “marks create the sane overall inpression in that both
contain the phonetic equival ent term CHANNELI NK. " 1d.

Applicant argues that the marks are spelled
differently and it enphasizes the “.coni of its mark.
Applicant maintains that they have different comerci al
i npressions. Regarding the services, applicant notes that
it is not seeking registration of its mark for educational
training services, that its services cost between $5,000 to
in excess of a mllion dollars, and that the potenti al
custoners are sophisticated. Applicant also asserts that
t here has been no actual confusion.

Because we agree with the Exam ning Attorney, we
affirmthe refusal to register because of the cited ‘349
regi stration.

In |ikelihood of confusion cases, we nust consider the

factors set forth inlnre E. |I. du Pont de Nenours & Co.,

476 F.2d 1357, 177 USPQ 563, 567 (CCPA 1973), keeping in
mnd that “[t]he fundanmental inquiry nandated by 8§ 2(d)
goes to the cunul ative effect of differences in the

essential characteristics of the goods and differences in

14
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the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

The first factor we consider is whether the marks are
simlar in sound, appearance, neaning or conmercia
i npression. du Pont, 177 USPQ at 567.

One difference between the two marks is the presence
of the “.comi in applicant’s mark. This addition at the
end of applicant’s mark does not readily distinguish the
two marks.

The nost common met hod of | ocating an unknown domain

name is sinply to type in the conpany nanme or | ogo

with the suffix .com.. [C]lonpanies strongly prefer
that their domain nanme be conprised of the conpany or

brand trademark and the suffix .com

Sporty’s FarmL.L.C. v. Sportsman’s Market Inc., 202

F.3d 489, 53 USP@d 1570, 1572 (2d Cir. 2000).
As a result, the “.conf portion of marks has not been

gi ven nmuch significance. See Brookfield Communi cations,

Inc. v. West Coast Entertainnent Corp., 174 F.3d 1036, 50

UsPd 1545, 1558 (9th Cir. 1999) (observing that the

di f ferences between the mark "MovieBuff" and the domain
name "novi ebuff.conm' are "inconsequential in light of the
fact that Wb addresses are not caps-sensitive and that the
‘.com top-level domain signifies the site’s comerci al

nat ure").

15



Ser No. 75/779, 288

Al so, the slightly different spelling of “channelinx”
and “channelink” is not significant because it results in a
very simlar |ook and sound of the mark. The use of a
phonetic equivalent with a slight m sspelling does not
result in atermwith a markedly different appearance from

a registered mark. In re Research and Trading Corp., 793

F.2d 1276, 230 USPQ 49, 50 (Fed. Cir. 1986) (“There is
little roomto debate the simlarity between ROPELOCK and
ROPELCK i n appearance”). The only slight difference in
pronunci ati on nmay be the difference between a singular or
plural sound, which would not result in any significant
change in the comercial inpression of the marks. WIson

v. Del aunay, 245 F.2d 877, 114 USPQ 339, 342 (CCPA 1957)

(“There is no naterial difference in the trademark sense
bet ween the singular and plural formof the word ‘ Zonbi e’
and they will therefore be regarded as the sane mark”). In
addition, the neaning of the two marks does not distinguish
them Both would have a similar nmeaning of a “channel
[ink” or “channel |inks.”

Regardi ng the rel atedness of the services, the
Exam ning Attorney’s brief addressed the issue of
I'i keli hood of confusion based on the identification of
services before it was anended. After a remand to consider

the new identification of services and additi onal evi dence,

16
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t he Exami ning Attorney maintained the refusal s under
Section 2(d). The Exam ning Attorney’s reasoning is set
out bel ow

The applicant’s anmended identification of services in
International C ass 37 and 42 are accepted and nmade of
record. However, this anmended identification has no

i npact on the FINAL refusal or brief as witten and
the refusal under Section 2(d) is maintained and
continued. The fact that the goods and services of
the parties differ is not controlling in determning a
i keli hood of confusion. The issue is not |ikelihood
of confusion between particul ar goods and services,
but 1ikelihood of confusion as to the source of those
goods and services. See In re Rexel Inc., 223 USPQ
830, 831 (TTAB 1984), and cases cited therein.

In addition, the exam ning attorney nust determ ne
whet her there is a |ikelihood of confusion on the
basis of the goods and services as they are identified
in the application and registration. |If the cited
regi strations descri be goods and services broadly and
there are no limtations as to their nature, type,
channel s of trade or classes of purchasers, it is
presuned that the registrations enconpass all goods
and services of the typed described, that they nove in
all normal channels of trade, and that they are
available to all potential purchasers.

Finally, the anended identification of services in
International Class 35 is again rejected. The FINAL
requi rement that the applicant nust amend its
identification of services in International Cass 35
i s maintai ned and conti nued.

After careful consideration of the |aw and facts of
the case, the exam ning attorney nust deny the request
for reconsideration and adhere to the final action as
witten, since no new facts or reasons have been
presented which are significant and conpelling with
regard to the point at issue.

O fice Action dated August 8, 2001 at 1-2 (enphasis in

original).

17
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We nust consi der the goods and services as they are
described in the identification of goods and services in

the application and registration. See Dixie Restaurants,

supra. See also Octocom Systens Inc. v. Houston Conputer

Services, 918 F.2d 937, 942, 16 USPQ@d 1783, 1787 (Fed.
Cr. 1990) (“The authority is legion that the question of
registrability of an applicant's mark nust be deci ded on
the basis of the identification of goods set forth in the
application regardl ess of what the record may reveal as to
the particular nature of an applicant's goods, the
particul ar channels of trade or the class of purchasers to
whi ch sal es of the goods are directed”).

Applicant’s services include “network installation
services for enabling electronic cormerce in the field of
buil ding materials and supplies, petroleumrelated
chemi cal s, industrial equipnment and supplies, manufacturing
equi pnment, and construction equi pnent,” and software
mai nt enance and similar services. Registrant’s services
include “offering semnars and training others in the use
and operation of conputers and rel ated equi pnent.” The
Exami ning Attorney has submtted copies of severa
regi strations to show that conputer-related installation,
mai nt enance, and ot her services are offered under the sane

mark as conputer training services. See e.g., Registration

18
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No. 2,348,519 (installation and upgrade of conputer

net wor ks and conputer systens and conputer education
training services); No. 2,340,207 (installation,

mai nt enance, repair and refurbishing of used conputers and
training in the use of conputer hardware and software); No.
2,315,334 (installation, maintenance and repair of conputer
systens, designing and hosting web sites for others and
courses of instruction in the field of conputers); and No.
2,316,065 (installation of conputer networks, website
design and training in the use and operation of conputer
systens). These registrations are sone evi dence that
conputer installation, maintenance, and other services and
conputer training services are offered by the sane party
under the sane mark. These registrations support the

Exam ning Attorney’s position that the services of

applicant and registrant are related. See In re Micky Duck

Mistard Co., 6 USPQRd 1467, 1470 n. 6 (TTAB 1988) (Al though

third-party registrations “are not evidence that the marks
shown therein are in use on a commercial scale or that the
public is famliar with them [they] may have sone
probative value to the extent that they nmay serve to
suggest that such goods or services are the type which nay

emanate froma single source”). See also In re Albert

Trostel & Sons Co., 29 USPQ2d 1783, 1786 (TTAB 1993).

19
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W find that the registrant’s services of offering
semnars and training others in the use of and operation of
conputers are related to applicant’s conputer—rel ated
services. Also, unlike the other cited registrant, the
‘349 registrant has not limted its identification of
services to any particular field and the services would
include training others in the operation of conputers in
the field of building materials and supplies, petrol eum
rel ated chem cals, industrial equipnment, and construction
equi pnrent and supplies. In addition, even if the
purchasers of applicant’s and registrant’s services are
sophi sticated, they would |ikely be confused when
applicant’s CHANNELI NX. COM mar k and regi strant CHANNELI NK
mark are used on these closely related services. QOctocom
Systens, 16 USPQ2d at 1787. Finally, even if there is no
actual confusion, the |ack of actual confusion does not
establish that there is no |ikelihood of confusion. G ant

Food, Inc. v. Nation's Foodservice, Inc., 710 F.2d 1565,

218 USPQ 390, 396 (Fed. Cir. 1983). In this ex parte

proceedi ng, we have no information fromthe regi strant.
Applicant’s conputer services and registrant’s

educational services include offering services in the sane

field. Wen the very simlar marks CHANNELI NX. COM and

20
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CHANNELI NK are used on these rel ated services, we concl ude

that there is a likelihood of confusion.

Decision: The refusal to register applicant’s mark
under Section 2(d) because of Registration No. 1,862,275
and the requirenent for a further anmendnent to the proposed
identification of services in Class 35 are reversed. The
refusal to register applicant’s mark under Section 2(d) on
the ground that applicant’s nmark for its services is
confusingly simlar to the mark CHANNELI NK for the services

in Registration No. 2,244,349 is affirned.
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